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The Lanham Act, the core federal trademark statute, defines a trade-
mark by its primary function: identifying a product’s source and dis-
tinguishing that source from others. In serving that function, trade-
marks help consumers select the products they want to purchase (or
avoid) and help producers reap the financial rewards associated with
a product’s good reputation. To help protect trademarks, the Lanham
Act creates federal causes of action for trademark infringement and
trademark dilution. In a typical infringement case, the question is
whether the defendant’s use of a mark is “likely to cause confusion, or
to cause mistake, or to deceive.” 15 U.S.C. 8§81114(1)(A),
1125(a)(1)(A). In a typical dilution case, the question is whether the
defendant “harm[ed] the reputation” of a famous trademark.
§81125(c)(2)(A), (C).

Respondent VIP Products makes a squeaky, chewable dog toy de-
signed to look like a bottle of Jack Daniel’s whiskey. But not entirely.
On the toy, for example, the words “Jack Daniel’'s” become “Bad Span-
iels.” And “Old No. 7 Brand Tennessee Sour Mash Whiskey” turns into
“The Old No. 2 On Your Tennessee Carpet.” These jokes did not im--
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Rogers have confined it to similar cases, in which a trademark is used
not to designate a work’s source, but solely to perform some other ex-
pressive function. See, e.g., Mattel, Inc. v. MCA Records, Inc., 296 F. 3d
894, 901 (use of the Barbie name in band’s song “Barbie Girl” was “not
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81125(c)(2)(C). But there are “[e]xclusions”—categories of
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with filigree (i.e., twirling white lines). Finally, what might
be thought of as the platform for all those marks—the whis-
key’s distinctive square bottle—is itself registered.

VIP is a dog toy company, making and selling a product
line of chewable rubber toys that it calls “Silly Squeakers.”
(Yes, they squeak when bitten.) Most of the toys in the line
are designed to look like—and to parody—popular beverage
brands. There are, to take a sampling, Dos Perros (cf. Dos
Equis), Smella Arpaw (cf. Stella Artois), and Doggie Walker
(cf. Johnnie Walker). VIP has registered trademarks in all
those names, as in the umbrella term “Silly Squeakers.”

In 2014, VIP added the Bad Spaniels toy to the line. VIP
did not apply to register the name, or any other feature of,
Bad Spaniels. But according to its complaint (further ad-
dressed below), VIP both “own[s]” and “use[s]” the “‘Bad
Spaniels’ trademark and trade dress.” App. 3, 11; see infra,
at 8, 17. And Bad Spaniels’ trade dress, like the dress of
many Silly Squeakers toys, is designed to evoke a distinc-
tive beverage bottle-with-label. Even if you didn’'t already
know, you'd probably not have much trouble identifying
which one.
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Bad Spaniels is about the same size and shape as an ordi-
nary bottle of Jack Daniel’s. The faux bottle, like the origi-
nal, has a black label with stylized white text and a white
filigreed border. The words “Bad Spaniels” replace “Jack
Daniel’'s” in a like font and arch. Above the arch is an image
of a spaniel. (This is a dog toy, after all.) Below the arch,
“The Old No. 2 On Your Tennessee Carpet” replaces “Old
No. 7 Tennessee Sour Mash Whiskey” in similar graphic
form. The small print at the bottom substitutes “43% poo
by vol.” and “100% smelly” for “40% alc. by vol. (80 proof).”

The toy is packaged for sale with a cardboard hangtag (so
it can be hung on store shelves). Here is the back of the
hangtag:

At the bottom is a disclaimer: “This product is not affiliated
with Jack Daniel Distillery.” In the middle are some warn-
ings and guarantees. And at the top, most relevant here,
are two product logos—on the left for the Silly Squeakers
line, and on the right for the Bad Spaniels toy.
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Soon after Bad Spaniels hit the market, Jack Daniel’s
sent VIP a letter demanding that it stop selling the product.
VIP responded by bringing this suit, seeking a declaratory
judgment that Bad Spaniels neither infringed nor diluted
Jack Daniel’s trademarks. The complaint alleged, among
other things, that VIP is “the owner of all rights in its ‘Bad
Spaniels’ trademark and trade dress for its durable rubber
squeaky novelty dog toy.” App. 3; see supra, at 6. Jack
Daniel's counterclaimed under the Lanham Act for both
trademark infringement and trademark dilution by tar-
nishment.

VIP moved for summary judgment on both claims. First,
VIP argued that Jack Daniel's infringement claim failed
under a threshold test derived from the First Amendment
to protect “expressive works"—like (VIP said) the Bad
Spaniels toy. When those works are involved, VIP con-
tended, the so-called Rogers test requires dismissal of an
infringement claim at the outset unless the complainant
can show one of two things: that the challenged use of a
mark “has no artistic relevance to the underlying work” or
that it “explicitly misleads as to the source or the content of
the work.” Rogers v. Grimaldi, 875 F. 2d 994, 999 (CA2
1989) (Newman, J.). Because Jack Daniel’s could make nei-
ther showing, VIP argued, the likelihood-of-confusion issue
became irrelevant. Second, VIP urged that Jack Daniel’s
could not succeed on a dilution claim because Bad Spaniels
was a “parody[]” of Jack Daniel’s, and therefore made “fair
use” of its famous marks. 81125(c)(3)(A)(ii).

The District Court rejected both contentions for a com-
mon reason: because VIP had used the cribbed Jack Dan-
iel's features as trademarks—that is, to identify the source
of its own products. In the court’s view, when “another’s
trademark is used for source identification”—as the court
thought was true here—the threshold Rogers test does not
apply. App. to Pet. for Cert. 89a. Instead, the suit must
address the “standard” infringement question: whether the
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could not satisfy either prong of Rogers, and so granted
summary judgment to VIP on infringement. Jack Daniel’s
appealed, and the Ninth Circuit summarily affirmed.

We then granted certiorari to consider the Court of Ap-
peals’ rulings on both infringement and dilution. 598 U. S.
__(2022).

Our first and more substantial question concerns Jack
Daniel’s infringement claim: Should the company have had
to satisfy the Rogers threshold test before the case could
proceed to the Lanham Act's likelihood-of-confusion in-
quiry?! The parties address that issue in the broadest pos-
sible way, either attacking or defending Rogers in all its
possible applications. Today, we choose a narrower path.
Without deciding whether Rogers has merit in other con-
texts, we hold that it does not when an alleged infringer
uses a trademark in the way the Lanham Act most cares
about: as a designation of source for the infringer's own
goods. See §1127; supra, at 2-3. VIP used the marks de-
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had produced and distributed a film by Federico Fellini ti-
tled “Ginger and Fred” about two fictional Italian cabaret
dancers (Pippo and Amelia) who imitated Ginger Rogers
and Fred Astaire. When the film was released in the United
States, Ginger Rogers objected under the Lanham Act to
the use of her name. The Second Circuit rejected the claim.
It reasoned that the titles of “artistic works,” like the works
themselves, have an “expressive element” implicating
“First Amendment values.” 875 F. 2d, at 998. And at the
same time, such names posed only a “slight risk” of confus-
ing consumers about either “the source or the content of the
work.” Id., at 999-1000. So, the court concluded, a thresh-
old filter was appropriate. When a title “with at least some
artistic relevance” was not “explicitly misleading as to
source or content,” the claim could not go forward. Ibid.
But the court made clear that it was not announcing a gen-
eral rule. In the typical case, the court thought, the name
of a product was more likely to indicate its source, and to be
taken by consumers in just that way. See id., at 1000.
Over the decades, the lower courts adopting Rogers have
confined it to similar cases, in which a trademark is used
not to designate a work’s source, but solely to perform some
other expressive function. So, for example, when the
toymaker Mattel sued a band over the song “Barbie Girl"—
with lyrics including “Life in plastic, it's fantastic” and “I'm
a blond bimbo girl, in a fantasy world”—the Ninth Circuit
applied Rogers. Mattel, Inc. v. MCA Records, Inc., 296 F. 3d
894, 901 (2002). That was because, the court reasoned, the
band’s use of the Barbie name was “not [as] a source iden-
tifier”: The use did not “speak[] to [the song’s] origin.” Id.,
at 900, 902; see id., at 902 (a consumer would no more think
that the song was “produced by Mattel” than would, “upon
hearing Janis Joplin croon ‘Oh Lord, won't you buy me a
Mercedes Benz?,' ... suspect that she and the carmaker
had entered into a joint venture”). Similarly, the Eleventh
Circuit dismissed a suit under Rogers when a sports artist
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depicted the Crimson Tide’s trademarked football uniforms
solely to “memorialize” a notable event in “football history.”
University of Ala. Bd. of Trustees v. New Life Art, Inc., 683
F. 3d 1266, 1279 (2012). And when Louis Vuitton sued be-
cause a character in the film The Hangover: Part Il de-
scribed his luggage as a “Louis Vuitton” (though pronounc-
ing it Lewis), a district court dismissed the complaint under
Rogers. See Louis Vuitton Mallatier S. A. v. Warner Bros.
Entertainment Inc., 868 F. Supp. 2d 172 (SDNY 2012). All
parties agreed that the film was not using the Louis Vuitton
mark as its “own identifying trademark.” Id., at 180 (inter-
nal quotation marks omitted). When that is so, the court
reasoned, “confusion will usually be unlikely,” and the “in-
terest in free expression” counsels in favor of avoiding the
standard Lanham Act test. Ibid.

The same courts, though, routinely conduct likelihood-of-
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expressive parody entitled to Rogers’ protection. See Har-
ley-Davidson, Inc. v. Grottanelli
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deceptive and misleading use”). Or yet again, in an espe-
cially clear rendering: “[T]he trademark law generally pre-
vails over the First Amendment” when “another’s trade-
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in dog toys like “Jose Perro” (cf. Jose Cuervo) and “Hein-
ieSniff'n” (cf. Heineken).® And it has chosen to register the
names of still other dog toys, including Dos Perros
(#6176781), Smella Arpaw (#6262975), and Doggie Walker
(#6213816). See supra, at 6. Put all that together, and
more than “form” or “rote” emerges: VIP’s conduct is its own
admission that it is using the Bad Spaniels (née Jack Dan-
iel’'s) trademarks as trademarks, to identify product source.



Cite as: 599 U. S. (2023) 19

Opinion of the Court

it may make a difference in the standard trademark analy
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reverses that statutorily directed result, as this case illus-
trates. Given the fair-use provision’s carve-out, parody
(and criticism and commentary, humorous or otherwise) is
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dog toy company that made this toy had to get [Jack Dan-
iel's]
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ON WRIT OF CERTIORARI TO THE UNITED STATES COURT OF
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JusTICE GORSUCH, with whom JUSTICE THOMAS and
JUSTICE BARRETT join, concurring.

I am pleased to join the Court’'s opinion. | write sepa-
rately only to underscore that lower courts should handle
Rogers v. Grimaldi, 875 F. 2d 994 (CA2 1989), with care.
Today, the Court rightly concludes that, even taken on its
own terms, Rogers does not apply to cases like the one be-
fore us. But in doing so, we necessarily leave much about
Rogers unaddressed. For example, it is not entirely clear
where the Rogers test comes from—is it commanded by the
First Amendment, or is it merely gloss on the Lanham Act,
perhaps inspired by constitutional-avoidance doctrine? Id.,
at 998. For another thing, it is not obvious that Rogers is
correct in all its particulars—certainly, the Solicitor Gen-
eral raises serious questions about the decision. See Brief
for United States as Amicus Curiae 23-28. All this remains
for resolution another day, ante, at 13, and lower courts
should be attuned to that fact.
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